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Note new examiner because the case has been transferred to me. 

Applicant's election of Group II, claims 48 and 52-58, in the reply filed on June 
26, 2006 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 818.03(a)). 

Applicant has requested examination of claims 49-51 as well and thus claims 48, 
49 and 51-58 are examined. Note that claim 50 has been cancelled. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 58 contains the trademark/trade name Rhodiasove DIB, TEXANOL, SER- 
AD FX-51 0 and SER-AD FX-51 1 . Where a trademark or trade name is used in a claim 
as a limitation to identify or describe a particular material or product, the claim does not 
comply with the requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte 
Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the 
trademark or trade name cannot be used properly to identify any particular material or 
product. A trademark or trade name is used to identify a source of goods, and not the 
goods themselves. Thus, a trademark or trade name does not identify or describe the 
goods associated with the trademark or trade name. In the present case, the 
trademark/trade name is used to identify/describe goods and, accordingly, the 
identification/description is indefinite. 
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Also, the recited "ester of ethylene glycol, propylene glycol, hexylene glycol, 2- 
butoxyethanol" is confusing since it is unclear. Does ester limit ethylene glycol only or 
other species? 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 48, 49 and 51-56 are rejected under 35 U.S.C. 102(b) as anticipated by 

or, in the alternative, under 35 U.S.C. 103(a) as obvious over Chen et al (US 

2002/0155260 A1). 

Chen et al teach the instant core-shell latex and a coating composition thereof in 
[0032] and [0035] wherein the interconnected pore of coated film is taught. Said core- 
shell latex is same as in the invention and thus it would exhibit self-adhesive properties 
at room temperature inherently. 

Thus, the invention lacks novelty. 
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Claims 48, 49 and 51-57 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Chen et al (US 
6,375,320). 

Chen et al) teach the instant core-shell latex and a coating composition thereof at 
col. 4, line 7 to col. 6, line 16. Said coating inherently would form microporous layer. 
Said core-shell latex is same as in the invention and thus it would exhibit self-adhesive 
properties at room temperature inherently. Chen et al also teach employing polyhydric 
alcohols at col. 5, line 10, and said polyhydric alcohols meet the instant coalescing 
agents. 

Thus, the invention lacks novelty. 

Claims 48, 49 and 51-58 are rejected under 35 U.S.C. 103(a) as obvious over 
Chen et al (US 6,375,320) or Chen et al (US 2002/0155260 A1 ) in view of Lehman et al 
(US 6,872,278), Atherton et al (US 5,242,888), Keeler (US 4,172,064) or Gebhard et al 
(US 2005/0009954 A1). 

The invention invention further recites particular coalescing agents over Chen et 
al (US'320) who teach employing polyhydric alcohols and other additives such as 
rheology modifiers at col. 4, lines 44-45. Chen et al (US'260) also teach employing 
other additives such as rheology modifiers in [0037]. 

Lehman et al teach the instant coalescing agents at col. 8, line 57 to col. 9, lines 
8, and coalescing agents are well known rheology modifiers yielding faster film 



Application/Control Number: 10/789,963 Page 5 

Art Unit: 1714 

formation of coating compositions. Atherton et al (col. 7, lines 19-25), Keeler (col. 4, 
lines 43-62) and Gebhard et al ([01 19]) teach the instant coalescing agents. 

It would have been obvious to one skilled in the art a the time of invention to 
utilize art well known coalescing agents of Lehman et al, Atherton et al, Keeler or 
Gebhard et al in Chen et al (US'320 or US'260) since Chen et al teach employing other 
additives such as rheology modifiers ad since coalescing agents are well known 
rheology modifiers yielding faster film formation of coating compositions, and since 
Chen et al (US'320) teach employing polyhydric alcohols encompassing ethylene glycol, 
for example. 

Claims 48, 49, 51-54 and 57 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Upson et al (US 
4,497,917). 

Upson et al teach a core-shell latex composition in abstract and example 2. Core 
has a Tg greater than of 70°C, and shell has a Tg of 25 to 60°C. 
Thus, the invention lacks novelty. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571 ) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-11 19. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Tae H YooPT 
Primary Examiner 
Art Unit 1714 



THY/August 5, 2005 



